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Firm Overview
Womble Carlyle Sandridge & Rice, PLLC, which traces its history to 1880, is a  full-service law firm that delivers sophisticated and innovative legal services to a wide spectrum of business clients in industries that include information technology, health care, manufacturing, telecommunications, financial services and commercial real  estate.  The Firm also represents a variety of governmental units and agencies.

Womble Carlyle’s mission is  to provide value to clients by combining professional skill, technology and a thorough understanding of clients’ needs to deliver high quality, cost-effective and responsive service. The firm is comprised of  more than  350 lawyers  operating  from offices in Atlanta, Georgia; Charlotte, Raleigh, Research Triangle Park and Winston-Salem, North Carolina; and  Washington, D.C.

International Practice

The Firm offers a full range of services typically required by foreign and domestic companies engaged in international business.  The Firm’s lawyers regularly advise clients with respect to business combinations, joint ventures, the protection and licensing of intellectual property, the acquisition and development of real property, commercial leasing, sales and distribution arrangements, United States export controls, customs and immigration in the context of inbound and outbound international transactions and operations.  In addition, the Firm defends the interests of its clients, including patent and trademark rights, in dispute resolution involving litigation, mediation and international arbitration throughout the world.  
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TRADEMARKStc "TRADEMARKS"
What is a Trademark tc "What is a Trademark " \l 2?


A common synonym for a trademark is a brand name.  PEPSI and COCA-COLA are well-known brand names for soft drinks.  FORD and HONDA are well-known brand names for cars.  Trademarks are “source indicators.”  They identify the source of a product for consumers.  



All brand names are trademarks, but not all trademarks are brand names.  Trademarks can be words, symbols, product or package configurations, colors, scents or sounds that identify and distinguish your goods or services.   Examples include:

· The NIKE Swoosh design
· The shape of a COCA-COLA bottle

· The AMERICAN EXPRESS slogan “DON’T LEAVE HOME WITHOUT IT”

· The pink color of OWENS-CORNING’s insulation

All of these devices function as trademarks, and communicate information to consumers about the source of these products.  Trademarks distinguish one company’s products from those of another.



The Lanham Act, which is the federal statute governing trademarks in the United States, defines a trademark as:



Any word, name, symbol, or device or any combination thereof



1.
Used by a person, or 



2.
Which a person has a bona fide intent to use in commerce and applies to register on the principal register established by this Act



to identify and distinguish his goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.

Trademarks and Service Marks tc "Trademarks and Service Marks " \l 2 


Trademarks are to goods what service marks are to services.  BANK ONE is a service mark for banking services.  ALITALIA is a service mark for air transportation services.  In many cases, the same mark acts as both a trademark and a service mark.  For example:



Trademark:  IBM computers



Service mark:  IBM computer leasing services

Trademarks and Trade Names tc "Trademarks and Trade Names " \l 2


A trade name identifies a business.  “Procter & Gamble” is a trade name, and that company sells products under trademarks such as CREST toothpaste, TIDE laundry detergent, and PRINGLE’S potato chips.  Again, in many cases, a trade name will also be used as a trademark or service mark.

Trademarks and Good Will tc "Trademarks and Good Will " \l 2


Trademarks are repositories for “good will.”  Good will is a term that describes the connection made in the public’s mind, over time, between a trademark and the goods or services sold under that mark.  Without good will, a trademark is worth very little.  With good will, a trademark can have enormous value.  Again, a few examples tell the story:



When the SAKS chain of stores was sold for USD 1.5 billion, the SAKS marks were valued at USD1 billion, twice the real estate value of the stores.  

Major league baseball makes about USD 75 million each year licensing team logos for use in connections with various goods.



A few years ago, the BUDWEISER brand was valued at USD 10 billion.

Trademarks are Symbols of Quality tc "Trademarks are Symbols of Quality " \l 2


Trademarks assist consumers in evaluating the quality of products and services they purchase.  When you walk into a MCDONALD’S restaurant, or open a bottle of COCA-COLA, you have a pretty good idea of what to expect.   

Categories of Trademarks tc "Categories of Trademarks " \l 2


Not all trademarks are created equal.  Generic terms can never be trademarks. You can’t exclusively own the word “computer” for use with computers.  Everyone is entitled to use generic terms to refer to their products.



Some terms start out as good trademarks but later become generic terms.  Once upon a time, ESCALATOR and ASPIRIN were fine trademarks.  Today they are generic terms.  The owners of the XEROX and KLEENEX marks are struggling to prevent these valuable marks from becoming generic.



Descriptive marks describe the goods or services with which they are used.  HONEY-BAKED is descriptive of hams.  QUIK PRINT is descriptive of fast printing and duplicating services.



By asking the consumer to apply a little imagination, suggestive marks suggest or hint at properties related to the goods or services with which they are used. COPPERTONE and UNCOLA are suggestive marks.



Arbitrary marks are ordinary terms that have no relation to the goods or services with which they are used.  APPLE computers, CAMEL cigarettes, DAWN dishwashing liquid and SHELL gas stations are all examples of arbitrary terms used as trademarks.



Coined terms don’t appear in the dictionary.  They are created solely to act as marks.  Examples include KODAK and EXXON.



Which of these marks is the best?  From a legal standpoint, suggestive terms, arbitrary terms and coined terms make the best marks.  They are the easiest to defend, and the law recognizes them as trademarks as soon as they are used in connection with a manufacturer’s goods or services.



Descriptive marks can acquire trademark status, but it takes time and money to turn a descriptive term into a good mark.  After a spending a lot of advertising dollars over many years, EXTRA STRENGTH PAIN RELIEVER has become a Bristol-Myers mark.



Personal names and geographic terms frequently are used as marks.  In some instances they are used descriptively (to describe who made the product or where it came from), in other instances they are used arbitrarily (NANTUCKET shirts, PARK AVENUE cigarettes).

Trademark Searching tc "Trademark Searching " \l 2


Before selecting a trademark, it is important to conduct a search to determine whether the proposed mark, or one that is similar to it, is already being used.  Preliminary searches (sometimes called screening searches or knockout searches) can be performed quickly and inexpensively to learn whether the identical mark or a nearly identical mark is already in use.  These searches check the most recent listings of applications and registrations on the federal and state trademark registers.  Preliminary searches are NOT clearance searches.  



Clearance searches (sometimes called full searches) are conducted by a number of vendors, and include comprehensive, detailed information on exact or similar marks that are:

· the subject of federal or state registrations or applications,

· contained in Internet domain names, or 

· based on common law use. 



Common law use arises from unregistered use of a mark.  Common law trademark owners have rights.  Clearance searches check for common law marks by consulting numerous sources, including data from trade directories, news stories, and business listings.  Based on the results of the search, you and your lawyer can evaluate the risk associated with adopting a new trademark.

Why Should I Do a Trademark Search? tc "Why Should I Do a Trademark Search? " \l 2


Two primary reasons:



1.
Avoid being sued for trademark infringement



2.
Lower the risk of launching a product under a new trademark and then having to change the mark

If your search reveals an identical or similar mark used with identical or similar goods, find a new mark.



If you simply must have a particular mark which you know is used by someone else, you may want to determine whether you can “strike a deal” with the owner of the similar mark.  You may be able to negotiate a license or consent agreement, or buy the other party’s rights in the mark.  Be sure to consult with counsel before approaching a third party to discuss a situation of this kind.

Trademark Infringement tc "Trademark Infringement " \l 2


Trademark infringement claims are based on allegations that simultaneous use of the infringer’s  mark and the plaintiff’s mark is likely to cause confusion in the marketplace.   If a court finds that a mark is infringed, the infringer will have to stop using the mark.



Courts consider a number of factors to determine whether a likelihood of confusion exists.  They include:

· Strength of the plaintiff’s mark

· Degree of similarity of the marks

· Similarity of the parties’ goods or services

· The infringer’s motive for adopting his or her mark

· Evidence of actual confusion

· Sophistication of buyers of the products

· Quality of the defendant’s goods or services



Remedies for infringement can include injunctions (prohibiting continued infringement), money damages, attorney fees, cancellation of an infringing trademark registration, and destruction of goods other materials bearing the infringing mark. In particularly egregious cases, damages may be trebled.  A trademark is protected from infringement under state or federal law regardless of whether it is registered. 

Related Claims tc "Related Claims " \l 2

Close relatives of trademark infringement claims are:

· trademark dilution, which can occur when a strong or famous mark is blurred or tarnished,

· trade dress infringement, which involves the use of similar product configurations or packaging,

· right of publicity violations,

· false advertising claims, and

· counterfeiting.  

Remedies for these claims range from injunctions to money damages to criminal penalties.  

Registering Trademarks tc "Registering Trademarks " \l 2


Although not mandatory for use, registration of trademarks is available at the federal or state level.  Federal registration of trademarks offers the greatest protection but is available only for marks used (or intended to be used) in interstate commerce.  State trademark registration provides somewhat less protection for marks used in a single state. 



Why should I register my mark in the U.S.?

· Prima facie evidence of the validity of the mark and the registration.

· Prima facie evidence of continued use of the mark since the date the application was filed

· After five years of registration, your mark may be eligible for “incontestable” status, which means that it becomes substantially less vulnerable to attacks by others.

· Nationwide rights



What’s involved in registering a mark?

· Complete the application

· Handle any Office Actions

· Notice of Publication

· Opposition period

· Registration issues (or, if registration is denied, the decision of the Trademark Office may be appealed).



The entire process takes at least a year, and, in complicated cases, can take several years.

Trademarks Can Last Forever tc "Trademarks Can Last Forever " \l 2


Unlike other forms of intellectual property, trademark rights last indefinitely as long as the trademark is used.  Trademark registrations must be maintained by fulfilling certain statutorily-created filing requirements.  Currently, federally registered marks must be renewed every ten years.



You acquire rights in a trademark simply by using the mark in connection with your goods or services.  If you stop using your mark and don’t intend to resume use, you can “abandon” your rights to the mark.  Abandoned marks generally become available for anyone to use.  

Protecting Your Trademarks tc "Protecting Your Trademarks " \l 2


Rule No. 1.  Always use a generic term with your mark



KLEENEX tissue




ROLLER BLADE in-line skates



Rule No. 2.  Make your mark stand out.
Use capital letters, quote marks, different colors or the word “brand” to denote the existence of your mark.



Rule No. 3.  Use an appropriate trademark notice.

You can always use a “TM” superscript with unregistered marks.  The “TM” simply tells the public you claim the preceding term or design as your trademark.




Use the “circle R” symbol following registered marks.

In text, you can indicate your ownership of your mark as follows: “[MARK] is a registered trademark of [Name of trademark owner]”



Rule No. 4.  Police your trademarks.



Watch for infringing uses of your marks and take action to stop the infringement.




International Trademark Issues 



Trademark law is territorial.  The fact that you have a registration in the U.S. means little (and often nothing) in other countries.  Laws pertaining to trademarks differ from country to country.  A U.S. registration can sometimes make it easier to obtain a registration in another country pursuant to certain international treaties.



Registration is even more important in the international marketplace than in the U.S.  In the U.S., trademark rights arise from use and not registration.  In most of the rest of the world, however, trademark rights arise only from registration.  Consequently, it’s important to get your mark registered before someone beats you to it.



European Community trademark applications are now possible, which gives trademark owners the opportunity to apply to register a mark in the entire European Community with a single application.



Before you launch your product in a new market –check with the locals to make sure your mark won’t be offensive in that country.




NOVA means “no go” in Spanish




“Pepsi brings you back to life” was interpreted as “Pepsi brings your ancestors back from the grave” in Chinese

U. S. TRADEMARK OFFICE ANSWERS TO QUESTIONS FREQUENTLY ASKED 
QUESTIONS FREQUENTLY ASKED " \l 2

1.
What is a trademark?
A trademark includes any word, name, symbol, or device, or any combination, used, or intended to be used, in commerce to identify and distinguish the goods of one manufacturer or seller from goods manufactured or sold by others, and to indicate the source of the goods. In short, a trademark is a brand name.

2.
What is a service mark?
A service mark is any word, name, symbol, device, or any combination, used, or intended to be used, in commerce, to identify and distinguish the services of one provider from services provided by others, and to indicate the source of the services.

3.
What is a certification mark? 

A certification mark is any word, name, symbol, device, or any combination, used, or intended to be used, in commerce with the owner’s permission by someone other than its owner, to certify regional or other geographic origin, material, mode of manufacture, quality, accuracy, or other characteristics of someone's goods or services, or that the work or labor on the goods or services was performed by members of a union or other organization.

4.
What is a collective mark?
A collective mark is a trademark or service mark used, or intended to be used, in commerce, by the members of a cooperative, an association, or other collective group or organization, including a mark which indicates membership in a union, an association, or other organization.

5.
Do I need to register my trademark?
No. However, federal registration has several advantages including notice to the public of the registrant's claim of ownership of the mark, a legal presumption of ownership nationwide, and the exclusive right to use the mark on or in connection with the goods or services set forth in the registration.

6.
What are the benefits of federal trademark registration?
(1)
Constructive notice nationwide of the trademark owner's claim. 


(2)
Evidence of ownership of the trademark. 


(3)
Jurisdiction of federal courts may be invoked. 


(4)
Registration can be used as a basis for obtaining registration in foreign countries. 


(5)
Registration may be filed with U.S. Customs Service to prevent importation of infringing foreign goods. 

7.
Do I have to be a U.S. citizen to obtain a federal registration?
No. However, an applicant's citizenship must be set forth in the record. If an applicant is not a citizen of any country, then a statement to that effect is sufficient. If an applicant has dual citizenship, then the applicant must choose which citizenship will be printed in the Official Gazette and on the certificate of registration.

8.
Are there federal regulations governing the use of the designations "TM" or "SM" with trademarks?
No. Use of the symbols "TM" or "SM" (for trademark and service mark, respectively) may, however, be governed by local, state, or foreign laws and the laws of the pertinent jurisdiction must be consulted. These designations usually indicate that a party claims rights in the mark and are often used before a federal registration is issued.

9.
When is it proper to use the federal registration symbol (the letter R enclosed within a circle ‑‑ ® ) with the mark?

The federal registration symbol may be used once the mark is actually registered in the U.S. Patent and Trademark Office. Even though an application is pending, the registration symbol may not be used before the mark has actually become registered. The federal registration symbol should only be used on goods or services that are the subject of the federal trademark registration. [Note: Several foreign countries use the letter R enclosed within a circle to indicate that a mark is registered in that country. Use of the symbol by the holder of a foreign registration may be proper.]

10.
Is a federal registration valid outside the United States?
No. Certain countries, however, do recognize a United States registration as a basis for registering the mark in those countries. Many countries maintain a register of trademarks. The laws of each country regarding registration must be consulted.

11.
Is it advisable to conduct a search of the Office records before filing an application?
Yes.

12.
What are common law rights?
Federal registration is not required to establish rights in a trademark. Common law rights arise from actual use of a mark. Generally, the first to either use a mark in commerce or file an intent to use application with the Patent and Trademark Office has the ultimate right to use and registration. However, there are many benefits of federal trademark registration. 

13.
What is a common law search? How can I do one? Is doing a common law search necessary?

A common law search involves searching records other than the federal register and pending application records. It may involve checking phone directories, yellow pages, industrial directories, state trademark registers, among others, in an effort to determine if a particular mark is used by others when they have not filed for a federal trademark registration.

14.
How do I obtain a federal trademark registration?
A registration may be applied for by filing a properly executed application with the Patent and Trademark Office (PTO).

15.
Who may file an application?
Only the owner of the trademark may file an application for its registration. An application filed by a person who is not the owner of the mark will be declared void. Generally, the person who uses or controls the use of the mark, and controls the nature and quality of the goods to which it is affixed, or the services for which it is used, is the owner of the mark.

16.
Do I have to use the application form provided by the Office?
No, but the format used must comply with all Patent and Trademark Office (PTO) requirements. The prepared PTO form is provided as a convenience. The PTO recommends use of the form to avoid the omission of important information.

17.
Can a fax copy or photocopy of an application be filed?
Yes. However, there is no provision for filing an application by means of facsimile transmission, i.e., by "faxing" it to the Office. Applications, whether originals or copies, must be filed either by hand or by mail. A faxed copy can be submitted either by U.S. mail or hand delivery.

18.
What is a specimen?
A specimen is a real‑world example of how the mark is actually used on the goods or in the offer of services. Labels, tags, or containers for the goods are considered to be acceptable specimens of use for a trademark. For a service mark, specimens may be advertising such as magazine advertisements or brochures. Actual specimens, rather than facsimiles, are preferred. However, if the actual specimens are bulky, or larger than 8½" x 11", then the applicant must submit facsimiles, (e.g., photographs or good photocopies) of the specimens. Facsimiles may not exceed 8½" x 11". THREE SPECIMENS ARE REQUIRED FOR EACH CLASS OF GOODS OR SERVICES SPECIFIED IN THE APPLICATION. The three specimens may be identical. 

Specimens are required in applications based on actual use in commerce, Section 1(a), 15 U.S.C. §1051(a), and must be filed with the Amendment to Allege Use, 15 U.S.C. §1051(c) , or the Statement of Use, 15 U.S.C. §1051(d), in applications based on a bona fide intention to use the mark in commerce, Section 1(b), 15 U.S.C. §1051(b). Specimens are not required for applications based on Section 44 of the Trademark Act (for owners of foreign trademark applications and registrations), 15 U.S.C. §1126.

19.
What is the drawing?
The "drawing" is a page which depicts the mark applicant seeks to register. In an application based on actual use, Section 1(a), 15 U.S.C. §1051(a), the drawing must show the mark as it is actually used, i.e., as shown by the specimens. In the case of an application based on a bona fide intention to use, Section 1(b), 15 U.S.C. §1051(b), the drawing must show the mark as the applicant intends to use it. In an application based on a foreign application or foreign registration, Sections 44(d) or 44(e), 15 U.S.C. §§1126(d) and (e), the drawing must depict the mark as it appears or will appear on the foreign registration. The applicant cannot register more than one mark in a single application. Therefore, the drawing must display only one mark.

20.
If an applicant submits specimens, is a drawing still required?
Yes. A drawing is required in all applications, and is used by the Office for several purposes, including printing the mark in the Official Gazette, and ultimately, on the registration certificate itself. Specimens, on the other hand, are required as evidence that a mark is in actual use in commerce.

21.
Can the Office refuse to register a mark?
Yes. The Office will refuse to register matter if it does not function as a trademark. Not all words, names, symbols or devices function as trademarks. For example, matter which is merely the generic name of the goods on which it is used cannot be registered. 

Additionally, Section 2 of the Trademark Act (15 U.S.C. §1052) contains several of the most common (though not the only) grounds for refusing registration. The grounds for refusal under Section 2 may be summarized as:

(1)
the proposed mark consists of or comprises immoral, deceptive, or scandalous matter;


(2)
the proposed mark may disparage or falsely suggest a connection with persons (living or dead), institutions, beliefs, or national symbols, or bring them into contempt or disrepute;


(3)
the proposed mark consists of or comprises the flag or coat of arms, or other insignia of the United States, or of any State or municipality, or of any foreign nation;


(4)
the proposed mark consists of or comprises a name, portrait or signature identifying a particular living individual, except by that individual's written consent; or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow;


(5)
the proposed mark so resembles a mark already registered in the Patent and Trademark Office (PTO) that use of the mark on applicant's goods or services are likely to cause confusion, mistake, or deception;


(6)
the proposed mark is merely descriptive or deceptively misdescriptive of applicant's goods or services;


(7)
the proposed mark is primarily geographically descriptive or deceptively geographically misdescriptive of applicant's goods or services; and


(8)
the proposed mark is primarily merely a surname.

22.
Can I get a refund of monies paid to the Office?
Not usually. Only money paid by mistake or in excess (that is, paid when not required, or not required in the amount paid) may be refunded. A filing fee will be returned if submitted with a defective application which is denied a filing date. However, once the application receives a filing date, the filing fee will normally not be returned. All requests for refunds should be referred to the Finance Office, or the Examining Attorney assigned.

23.
How can I check on the status of a pending U.S. trademark application?
Once you receive a filing receipt containing the serial number of your application, you may check on the status of a pending case by calling our status line at (703) 305‑8747.

24.
How long does it take for a mark to be registered?
It is difficult to predict how long it will take for an application to mature into a registration, because there are so many factors that can affect the process. Generally, an applicant will receive a filing receipt approximately six months after filing. The filing receipt will include the serial number of the application. All future correspondence with the PTO must include this serial number. You should receive a response from the Office within six to seven months from filing the application. However, the total time for an application to be processed may be anywhere from almost a year to several years, depending on the basis for filing, and the legal issues which may arise in the examination of the application. Current status information on trademark applications and registrations may be obtained by dialing: (703) 305‑8747. Applicants should check on the status of their pending applications every six months.

25.
How long does a trademark registration last?
For a trademark registration to remain valid, an Affidavit of Use ("Section 8 Affidavit") must be filed between the fifth and sixth year following registration. Assuming that an affidavit of use is timely filed, registrations granted PRIOR to November 16, 1989 have a 20‑year term, and registrations granted on or after November 16, 1989 have a 10‑year term.

This is also true for the renewal periods; renewals granted PRIOR to November 16, 1989 have a 20‑year term, and renewals granted on or after November 16, 1989 have a 10‑year term.

26.
How do I contest someone else using a trademark similar to mine?
There are several ways to dispute use of your trademark by a third party. Depending on the factual situation, the Trademark Office may or may not be the proper forum. You should consider contacting an attorney, preferably one specializing in trademark law. 

27.
Is the name of a band a trademark?
Yes, band names would be considered trademarks, or more appropriately service marks, for entertainment services in the nature of performances by a [type of music specified] band. 

28.
Can the ownership of a trademark be assigned or transferred from one person to another?
Yes. A registered mark, or a mark for which an application to register has been filed is assignable. Written assignments may be recorded in the U.S. Patent and Trademark Office for a fee. Specific inquiries should be referred to the Assignment Division (703‑308‑9723). [NOTE: Certain exceptions exist concerning the assignment of Intent‑to‑Use applications.]

PATENTStc "PATENTS"
What is a Patent? tc "What is a Patent? " \l 2


A patent for an invention is a grant of a property right by the Government to the inventor (or his or her heirs or assigns), acting through the Patent and Trademark Office. The term of the patent shall be 20 years from the date on which the application for the patent was filed in the United States, subject to the payment of maintenance fees. The right conferred by the patent grant extends only throughout the United States and its territories and possessions.



The right conferred by the patent grant is, in the language of the statute and of the grant itself, “the right to exclude others from making, using, offering for sale, or selling” the invention in the United States or “importing” the invention into the United States. What is granted is not the right to make, use, offer for sale, sell or import, but the right to exclude others from making, using, offering for sale, selling or importing the invention.

Patent Laws tc "Patent Laws " \l 2


The United States Constitution gives Congress the power to enact laws relating to patents, in Article I, section 8, which reads “Congress shall have power . . . to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.” Under this power Congress has from time to time enacted various laws relating to patents. The first patent law was enacted in 1790. The law now in effect is a general revision which was enacted July 19, 1952, and which came into effect January 1, 1953. It is codified in Title 35, United States Code. 



The patent law specifies the subject matter for which a patent may be obtained and the conditions for patentability. The law establishes the Patent and Trademark Office to administer the law relating to the granting of patents, and contains various other provisions relating to patents. 

What Can be Patented tc "What Can be Patented " \l 2


The patent law specifies the general field of subject matter that can be patented and the conditions under which a patent may be obtained. 



In the language of the statute, any person who “invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent,” subject to the conditions and requirements of the law. The word “process” is defined by law as a process, act or method, and primarily includes industrial or technical processes. The term “machine” used in the statute needs no explanation. The term “manufacture” refers to articles which are made, and includes all manufactured articles. The term “composition of matter” relates to chemical compositions and may include mixtures of ingredients as well as new chemical compounds. These classes of subject matter taken together include practically everything which is made by man and the processes for making the products. 



The patent law specifies that the subject matter must be “useful.” The term “useful” in this connection refers to the condition that the subject matter has a useful purpose and also includes operativeness, that is, a machine which will not operate to perform the intended purpose would not be called useful, and therefore would not be granted a patent. 



A patent cannot be obtained upon a mere idea or suggestion. The patent is granted upon the new machine, manufacture, etc., and not upon the idea or suggestion of the new machine. A complete description of the actual machine or other subject matter for which a patent is sought is required. 

Novelty and Other Conditions for Obtaining a Patent tc "Novelty and Other Conditions for Obtaining a Patent " \l 2


In order for an invention to be patentable, it must be new as defined in the patent law, which provides that an invention cannot be patented if: “(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent,” or “(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country more than one year prior to the application for patent in the United States . . . .:” 



If the invention has been described in a printed publication anywhere in the world, or if it has been in public use or on sale in this country before the date that the applicant made his/her invention, a patent cannot be obtained. If the invention has been described in a printed publication anywhere, or has been in public use or on sale in this country more than one year before the date on which an application for patent is filed in this country, a patent cannot be obtained. In this connection it is immaterial when the invention was made, or whether the printed publication or public use was by the inventor himself/herself or by someone else. If the inventor describes the invention in a printed publication or uses the invention publicly, or places it on sale, he/she must apply for a patent before one year has gone by, otherwise any right to a patent will be lost. 



Even if the subject matter sought to be patented is not exactly shown by the prior art, and involves one or more differences over the most nearly similar thing already known, a patent may still be refused if the differences would be obvious. The subject matter sought to be patented must be sufficiently different from what has been used or described before that it may be said to be nonobvious to a person having ordinary skill in the area of technology related to the invention. For example, the substitution of one material for another, or changes in size, are ordinarily not patentable. 



Public disclosure of an invention prior to filing a patent application can, in some jurisdictions, bar the inventor from receiving patent protection.  Laws governing the consequences of public disclosure of inventions vary from country to country.  Inventors should seek counsel to understand the possible consequences of disclosing their invention before doing so and before filing a patent application.  Disclosing an invention and/or filing a patent application in one jurisdiction may compromise, or result in time limitations with respect to,  the right to obtain patent protection in other jurisdictions.

Who May Apply for a Patent tc "Who May Apply for a Patent " \l 2


According to the law, only the inventor may apply for a patent, with certain exceptions. If a person who is not the inventor should apply for a patent, the patent, if it were obtained, would be invalid. The person applying in such a case who falsely states that he/she is the inventor would also be subject to criminal penalties. If the inventor is dead, the application may be made by legal representatives, that is, the administrator or executor of the estate. If the inventor is insane, the application for patent may be made by a guardian. If an inventor refuses to apply for a patent or cannot be found, a joint inventor or a person having a proprietary interest in the invention may apply on behalf of the non‑signing inventor. 



If two or more persons make an invention jointly, they apply for a patent as joint inventors. A person who makes a financial contribution is not a joint inventor and cannot be joined in the application as an inventor. It is possible to correct an innocent mistake in erroneously omitting an inventor or in erroneously naming a person as an inventor. 



Officers and employees of the Patent and Trademark Office are prohibited by law from applying for a patent or acquiring, directly or indirectly, except by inheritance or bequest, any patent or any right or interest in any patent. 

Examination of Applications and Proceedings in the Patent and Trademark Office tc "Examination of Applications and Proceedings in the Patent and Trademark Office " \l 2


Applications, other than provisional applications, filed in the Patent and Trademark Office and accepted as complete applications are assigned for examination to the respective examining groups having charge of the areas of technology related to the invention. In the examining group, applications are taken up for examination by the examiner to whom they have been assigned in the order in which they have been filed or in accordance with examining procedures established by the Commissioner. 



Applications will not be advanced out of turn for examination or for further action except as provided by the rules, or upon order of the Commissioner to expedite the business of the Office, or upon a showing which, in the opinion of the Commissioner, will justify advancing them. 



The examination of the application consists of a study of the application for compliance with the legal requirements and a search through United States patents, foreign patent documents, and available literature, to see if the claimed invention is new, useful and nonobvious and if the application meets the requirements of the patent statute and rules of practice.   A decision is reached by the examiner in the light of the study and the result of the search. 



As a result of the examination by the Office, patents are granted in the case of about two out of every three applications for patents which are filed. 

Allowance and Issue of Patent tc "Allowance and Issue of Patent " \l 2


If, on examination of the application, or at a later stage during the reconsideration of the application, the patent application is found to be allowable, a notice of allowance will be sent to the applicant, or to applicant’s attorney or agent of record, if any, and a fee for issuing the patent is due within three months from the date of the notice. If timely payment of the issue fee is not made, the application will be regarded as abandoned.



A provision is made in the statute whereby the Commissioner may accept the fee late, when the delay is shown to be unavoidable or unintentional. When the issue fee is paid, the patent issues as soon as possible after the date of payment, dependent upon the volume of printing on hand. The patent grant then is delivered or mailed on the day of its grant, or as soon thereafter as possible, to the inventor’s attorney or agent if there is one of record, otherwise directly to the inventor. On the date of the grant, the patent file becomes open to the public. Printed copies of the specification and drawing are available on the same date. 

Nature of Patent and Patent Rights tc "Nature of Patent and Patent Rights " \l 2


The patent is issued in the name of the United States under the seal of the Patent and Trademark Office, and is either signed by the Commissioner of Patents and Trademarks or has his name written thereon and attested by an Office official. The patent contains a grant to the patentee, and a printed copy of the specification and drawing is annexed to the patent and forms a part of it. The grant confers "the right to exclude others from making, using, offering for sale or selling the invention throughout the United States or importing the invention into the United States" and its territories and possessions for which the term of the patent shall be 20 years from the date on which the application for the patent was filed in the United States or , if the application contains a specific reference to an earlier filed application under 35 U.S.C. 120, 121 or 365(c), from the date of the earliest such application was filed, and subject to the payment of maintenance fees as provided by law.



The exact nature of the right conferred must be carefully distinguished, and the key is in the words "right to exclude" in the phrase just quoted. The patent does not grant the right to make, use, offer for sale or sell or import the invention but only grants the exclusive nature of the right.  Any person is ordinarily free to make, use, offer for sale or sell or import anything he/she pleases, and a grant from the Government is not necessary. The patent only grants the right to exclude others from making, using, offering for sale or selling or importing the invention. Since the patent does not grant the right to make, use, offer for sale, or sell, or import the invention, the patentee’s own right to do so is dependent upon the rights of others and whatever general laws might be applicable. A patentee, merely because he/she has received a patent for an invention, is not thereby authorized to make, use, offer for sale, or sell, or import the invention if doing so would violate any law. An inventor of a new automobile who has obtained a patent thereon would not be entitled to use the patented automobile in violation of the laws of a State requiring a license, nor may a patentee sell an article, the sale of which may be forbidden by a law, merely because a patent has been obtained.



Neither may a patentee make, use, offer for sale, or sell, or import his/her own invention if doing so would infringe the prior rights of others. A patentee may not violate the Federal antitrust laws, such as by resale price agreements or entering into combination in restraints of trade, or the pure food and drug laws, by virtue of having a patent. Ordinarily there is nothing which prohibits a patentee from making, using, offering for sale, or selling, or importing his/her own invention, unless he/she thereby infringes another’s patent which is still in force.

Infringement of Patents tc "Infringement of Patents " \l 2


Infringement of a patent consists of the unauthorized making, using, offering for sale or selling any patented invention within the United States or United States Territories, or importing into the United States of any patented invention during the term of the patent. If a patent is infringed, the patentee may sue for relief in the appropriate Federal court. The patentee may ask the court for an injunction to prevent the continuation of the infringement and may also ask the court for an award of damages because of the infringement. In such an infringement suit, the defendant may raise the question of the validity of the patent, which is then decided by the court. The defendant may also aver that what is being done does not constitute infringement. Infringement is determined primarily by the language of the claims of the patent and, if what the defendant is making does not fall within the language of any of the claims of the patent, there is no literal infringement.



Suits for infringement of patents follow the rules of procedure of the Federal courts. From the decision of the district court, there is an appeal to the Court of Appeals for the Federal Circuit. The Supreme Court may thereafter take a case by writ of certiorari. If the United States Government infringes a patent, the patentee has a remedy for damages in the United States Court of Federal Claims. The Government may use any patented invention without permission of the patentee, but the patentee is entitled to obtain compensation for the use by or for the Government.

Patent Marking and "Patent Pending" tc "Patent Marking and \"Patent Pending\" " \l 2


A patentee who makes or sells patented articles, or a person who does so for or under the patentee is required to mark the articles with the word "Patent" and the number of the patent. The penalty for failure to mark is that the patentee may not recover damages from an infringer unless the infringer was duly notified of the infringement and continued to infringe after the notice.



The marking of an article as patented when it is not in fact patented is against the law and subjects the offender to a penalty. Some persons mark articles sold with the terms "Patent Applied For" or "Patent Pending." These phrases have no legal effect, but only give information that an application for patent has been filed in the Patent and Trademark Office. The protection afforded by a patent does not start until the actual grant of the patent. False use of these phrases or their equivalent is prohibited. 

Design Patents tc "Design Patents " \l 2


The patent laws provide for the granting of design patents to any person who has invented any new and nonobvious ornamental design for an article of manufacture. The design patent protects only the appearance of an article, but not its structural or functional features. The proceedings relating to granting of design patents are the same as those relating to other patents with a few differences. See current fee schedule for the filing fee for a design application. A design patent has a term of 14 years from grant, and no fees are necessary to maintain a design patent in force. If on examination it is determined that an applicant is entitled to a design patent under the law, a notice of allowance will be sent to the applicant or applicant’s attorney, or agent, calling for the payment of an issue fee. The drawing of the design patent conforms to the same rules as other drawings, but no reference characters are allowed and the drawing should clearly depict the appearance, since the drawing defines the scope of patent protection. The specification of a design application is short and ordinarily follows a set form. Only one claim is permitted, following a set form.

U.S. PATENT OFFICE ANSWERS TOQUESTIONS FREQUENTLY ASKED 
QUESTIONS FREQUENTLY ASKED " \l 2

l.
What do the terms "patent pending" and "patent applied for" mean?
They are used by a manufacturer or seller of an article to inform the public that an application for patent on that article is on file in the Patent and Trademark Office. The law imposes a fine on those who use these terms falsely to deceive the public.

2.
Is there any danger that the Patent and Trademark Office will give others information contained in my application while it is pending? 
No. All patent applications are maintained in the strictest confidence until the patent is issued. After the patent is issued, however, the Office file containing the application and all correspondence leading up to issuance of the patent is made available in the Files Information Unit for inspection by anyone and copies of these files may be purchased from the Office.

3.
May I write to the Patent and Trademark Office directly about my application after it is filed?
The Office will answer an applicant’s inquiries as to the status of the application, and inform you whether your application has been rejected, allowed, or is awaiting action. However, if you have a patent attorney or agent of record in the application file the Office will not correspond with both you and the attorney/agent concerning the merits of your application. All comments concerning your application should be forwarded through your attorney or agent.

4.
Is it necessary to go to the Patent and Trademark Office to transact business concerning patent matters?
No; most business with the Office is conducted by correspondence. Interviews regarding pending applications can be arranged with examiners if necessary, however, and are often helpful.

5.
If two or more persons work together to make an invention, to whom will the patent be granted?
If each had a share in the ideas forming the invention, they are joint inventors and a patent will be issued to them jointly on the basis of a proper patent application. If, on the other hand, one of these persons has provided all of the ideas of the invention, and the other has only followed instructions in making it, the person who contributed the ideas is the sole inventor and the patent application and patent shall be in his/her name alone.

6.
If one person furnishes all of the ideas to make an invention and another employs him or furnishes the money for building and testing the invention, should the patent application be filed by them jointly? 
No. The application must be signed by the true inventor, and filed in the Patent and Trademark Office, in the inventors name. This is the person who furnishes the ideas, not the employer or the person who furnishes the money.

7.
Will the Patent and Trademark Office advise me as to whether a certain patent promotion organization is reliable and trustworthy? 
No. The Office has no control over such organizations and does not supply information about them. It is advisable, however, to check on the reputation of invention promotion firms before making any commitments. It is suggested that you obtain this information from the Better Business Bureau of the city in which the organization is located, or from the bureau of commerce and industry or bureau of consumer affairs of the state in which the organization has its place of business. You may also undertake to make sure that you are dealing with reliable people by asking your own patent attorney or agent or by asking others who may know them.

8.
Are there any organizations in my area which can tell me how and where I may be able to obtain assistance in developing and marketing my invention?
Yes. In your own or neighboring communities you may inquire of such organizations as chambers of commerce, and banks. Many communities have locally financed industrial development organizations which can help you locate manufacturers and individuals who might be interested in promoting your idea.

9.
 Are there any state government agencies that can help me in developing and marketing of my invention?
Yes. In nearly all states there are state planning and development agencies or departments of commerce and industry which seek new product and new process ideas to assist manufacturers and communities in the state. If you do not know the names or addresses of your state organizations you can obtain this information by writing to the governor of your state.

10.
Can the Patent and Trademark Office assist me in the developing and marketing of my patent?
The Office cannot act or advise concerning the business transactions or arrangements that are involved in the development and marketing of an invention. However, the Office will publish, at the request of a patent owner, a notice in the Official Gazette that the patent is available for licensing or sale. The fee for this is $25.

COPYRIGHTStc "COPYRIGHTS"
What Copyright Is tc "What Copyright Is " \l 2


Copyright is a form of protection provided by the laws of the United States (title 17, U.S. Code) to the authors of “original works of authorship” including literary, dramatic, musical, artistic, and certain other intellectual works. This protection is available to both published and unpublished works. Section 106 of the 1976 Copyright Act generally gives the owner of copyright the exclusive right to do and to authorize others to do the following: 

· To reproduce the copyrighted work in copies or phonorecords; 


· To prepare derivative works based upon the copyrighted work; 

· To distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending; 

· To perform the copyrighted work publicly, in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works; 

· To display the copyrighted work publicly, in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work; and 

· In the case of sound recordings, to perform the work publicly by means of a digital audio transmission. 



It is illegal for anyone to violate any of the rights provided by the copyright code to the owner of copyright. These rights, however, are not unlimited in scope. Sections 107 through 120 of the 1976 Copyright Act establish limitations on these rights. In some cases, these limitations are specified exemptions from copyright liability. One major limitation is the doctrine of “fair use,” found in section 107 of the 1976 Copyright Act. In other instances, the limitation takes the form of a “compulsory license” under which certain limited uses of copyrighted works are permitted upon payment of specified royalties and compliance with statutory conditions.

Who Can Claim Copyright tc "Who Can Claim Copyright " \l 2











Copyright protection subsists from the time the work is created in fixed form. The copyright in the work of authorship immediately becomes the property of the author who created the work. Only the author or those deriving their rights through the author can rightfully claim copyright. 



In the case of works made for hire, the employer and not the employee is considered to be the author. Section 101 of the copyright statute defines a “work made for hire” as: 



(1)
a work prepared by an employee within the scope of his or her employment; or 



(2)
a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a motion picture or other audiovisual work, as a translation, as a supplementary work, as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in a written instrument signed by them that the work shall be considered a work made for hire.



The authors of a joint work are co‑owners of the copyright in the work, unless there is an agreement to the contrary. 



Copyright in each separate contribution to a periodical or other collective work is distinct from copyright in the collective work as a whole and vests initially with the author of the contribution.



Mere ownership of a book, manuscript, painting, or any other copy or phonorecord does not give the possessor the copyright. The law provides that transfer of ownership of any material object that embodies a protected work does not of itself convey any rights in the copyright.

Copyright and National Origin of the Work tc "Copyright and National Origin of the Work " \l 2


Copyright protection is available for all unpublished works, regardless of the nationality or domicile of the author. Published works are eligible for copyright protection in the United States if any one of the following conditions is met: 

· On the date of first publication, one or more of the authors is a national or domiciliary of the United States or is a national, domiciliary, or sovereign authority of a foreign nation that is a party to a copyright treaty to which the United States is also a party, or is a stateless person wherever that person may be domiciled; or 

· The work is first published in the United States or in a foreign nation that, on the date of first publication, is a party to the Universal Copyright Convention; or the work comes within the scope of a Presidential proclamation; or 

· The work is first published on or after March 1, 1989, in a foreign nation that on the date of first publication is a party to the Berne Convention; or, if the work is not first published in a country party to the Berne Convention, it is published (on or after March 1,1989) within 30 days of first publication in a country that is party to the Berne Convention; or the work, first published on or after March 1, 1989, is a pictorial, graphic, or sculptural work that is incorporated in a permanent structure located in the United States; or, if the work, first published on or after March 1, 1989, is a published audiovisual work, all the authors are legal entities with headquarters in the United States. 

· The work is a foreign work that was in the public domain in the United States prior to 1996 and its copyright was restored under the Uruguay Round Agreements Act (URAA). Request Circular 38b, “Highlights of Copyright Amendments Contained in the Uruguay Round Agreement Act (URAA‑GATT),” for further information. 

What Works are Protected? tc "What Works are Protected? " \l 2


Copyright protects “original works of authorship” that are fixed in a tangible form of expression. The fixation need not be directly perceptible so long as it may be communicated with the aid of a machine or device. Copyrightable works include the following categories: 



(1)
literary works; 



(2)
musical works, including any accompanying words 



(3)
dramatic works, including any accompanying music 



(4)
 pantomimes and choreographic works 



(5)
pictorial, graphic, and sculptural works 



(6)
motion pictures and other audiovisual works 



(7)
sound recordings 



(8)
architectural works 

These categories should be viewed broadly. For example, computer programs and most “compilations” may be registered as “literary works”; maps and architectural plans may be registered as “pictorial, graphic, and sculptural works.”

What is Not Protected by Copyright? tc "What is Not Protected by Copyright? " \l 2


Several categories of material are generally not eligible for Federal copyright protection. These include among others: 

· Works that have not been fixed in a tangible form of expression, (for example, choreographic works that have not been notated or recorded, or improvisational speeches or performances that have not been written or recorded). 

· Titles, names, short phrases, and slogans; familiar symbols or designs; mere variations of typographic ornamentation, lettering, or coloring; mere listings of ingredients or contents. 



· Ideas, procedures, methods, systems, processes, concepts, principles, discoveries, or devices, as distinguished from a description, explanation, or illustration. 

· Works consisting entirely of information that is common property and containing no original authorship (for example: standard calendars, height and weight charts, tape measures and rulers, and lists or tables taken from public documents or other common sources). 

How to Secure a Copyright tc "How to Secure a Copyright " \l 2


The way in which copyright protection is secured is frequently misunderstood. No publication or registration or other action in the Copyright Office is required to secure copyright.  There are, however, certain definite advantages to registration.



Copyright is secured automatically when the work is created, and a work is “created” when it is fixed in a copy or phonorecord for the first time. “Copies” are material objects from which a work can be read or visually perceived either directly or with the aid of a machine or device, such as books, manuscripts, sheet music, film, videotape, or microfilm. “Phonorecords” are material objects embodying fixations of sounds (excluding, by statutory definition, motion picture soundtracks), such as cassette tapes, CDs, or LPs. Thus, for example, a song (the “work”) can be fixed in sheet music (“copies”) or in phonograph disks (“phonorecords”), or both.



If a work is prepared over a period of time, the part of the work that is fixed on a particular date constitutes the created work as of that date.

Notice of Copyright tc "Notice of Copyright " \l 2


The use of a copyright notice is no longer required under U.S. law, although it is often beneficial. Because prior law did contain such a requirement, however, the use of notice is still relevant to the copyright status of older works. 



Notice was required under the 1976 Copyright Act. This requirement was eliminated when the United States adhered to the Berne Convention, effective March 1, 1989. Although works published without notice before that date could have entered the public domain in the United States, the Uruguay Round Agreements Act restores copyright in certain foreign works originally published without notice.



Use of the notice may be important because it informs the public that the work is protected by copyright, identifies the copyright owner, and shows the year of first publication. Furthermore, in the event that a work is infringed, if a proper notice of copyright appears on the published copy or copies to which a defendant in a copyright infringement suit had access, then no weight will be given to such a defendant’s interposition of a defense based on innocent infringement in mitigation of actual or statutory damages, except as provided in section 504(c)(2) of the copyright code. Innocent infringement occurs when the infringer did not realize that the work was protected.



The use of the copyright notice is the responsibility of the copyright owner and does not require advance permission from, or registration with, the Copyright Office.

Form of Notice for Visually Perceptible Copies tc "Form of Notice for Visually Perceptible Copies " \l 2 


The notice for visually perceptible copies should contain all of the following three elements: 



1.
The symbol © (the letter in a circle), or the word "Copyright" or the abbreviation "Copr."; and 



2.
The year of first publication of the work. In the case of compilations or derivative works incorporating previously published material, the year date of first publication of the compilation or derivative work is sufficient. The year date may be omitted where a pictorial, graphic, or sculptural work, with accompanying textual matter, if any, is reproduced in or on greeting cards, postcards, stationery, jewelry, dolls, toys, or any useful article; and



3.
The name of the owner of copyright in the work, or an abbreviation by which the name can be recognized, or a generally known alternative designation of the owner.




Example: © 1998 John Doe 



The “C in a circle” notice is used only on “visually perceptible copies.” Certain kinds of works—for example, musical, dramatic, and literary works—may be fixed not in “copies” but by means of sound in an audio recording. Since audio recordings such as audio tapes and phonograph disks are “phonorecords” and not “copies,” the “C in a circle” notice is not used to indicate protection of the underlying musical, dramatic, or literary work that is recorded.

Position of Notice tc "Position of Notice " \l 2


The copyright notice should be affixed to copies or phonorecords in such a way as to “give reasonable notice of the claim of copyright.” The three elements of the notice should ordinarily appear together on the copies or phonorecords or on the phonorecord label or container.

Publications Incorporating United States Government Works tc "Publications Incorporating United States Government Works " \l 2 



Works by the U.S. Government are not eligible for U.S. copyright protection. For works published on and after March 1, 1989, the previous notice requirement for works consisting primarily of one or more U.S. Government works has been eliminated. However, use of a notice on such a work will defeat a claim of innocent infringement as previously described provided the notice also includes a statement that identifies either those portions of the work in which copyright is claimed or those portions that constitute U.S. Government material.

Example: © 1998 Jane Brown. Copyright claimed in Chapters 7‑10, exclusive of U.S. Government maps. 



Copies of works published before March 1, 1989, that consist primarily of works of one or more works of the U.S. Government should have a notice and the identifying statement.

Unpublished Works tc "Unpublished Works " \l 2


The author or copyright owner may wish to place a copyright notice on any unpublished copies or phonorecords that leave his or her control.

Example: Unpublished work © 1998 Jane Doe

Omission of the Notice and Errors Notice tc "Omission of the Notice and Errors Notice " \l 2 



The 1976 Copyright Act attempted to ameliorate the strict consequences of failure to include notice under prior law. It contained provisions that set out specific corrective steps to cure omissions or certain errors in notice. Under these provisions, an applicant had 5 years after publication to cure omission of notice or certain errors. Although these provisions are technically still in the law, their impact has been limited by the amendment making notice optional for all works published on and after March 1, 1989. For further information, request Circular 3.

How Long Copyright Protection Lasts tc "How Long Copyright Protection Lasts " \l 2 



Works Originally Created On or After January 1, 1978 


A work that is created (fixed in tangible form for the first time) on or after January 1, 1978, is automatically protected from the moment of its creation and is ordinarily given a term enduring for the author’s life plus an additional 50 years after the author’s death. In the case of “a joint work prepared by two or more authors who did not work for hire,” the term lasts for 50 years after the last surviving author’s death. For works made for hire, and for anonymous and pseudonymous works (unless the author’s identity is revealed in Copyright Office records), the duration of copyright will be 75 years from publication or 100 years from creation, whichever is shorter.

Works Originally Created Before January 1, 1978, But Not Published or Registered by That Date 


These works have been automatically brought under the statute and are now given Federal copyright protection. The duration of copyright in these works will generally be computed in the same way as for works created on or after January 1, 1978: the life‑plus‑50 or 75/100‑year terms will apply to them as well. The law provides that in no case will the term of copyright for works in this category expire before December 31, 2002, and for works published on or before December 31, 2002, the term of copyright will not expire before December 31, 2027.

Works Originally Created and Published or Registered Before January 1, 1978 


Under the law in effect before 1978, copyright was secured either on the date a work was published or on the date of registration if the work was registered in unpublished form. In either case, the copyright endured for a first term of 28 years from the date it was secured. During the last (28th) year of the first term, the copyright was eligible for renewal. The current copyright law has extended the renewal term from 28 to 47 years for copyrights that were subsisting on January 1, 1978, making these works eligible for a total term of protection of 75 years.



Public Law 102‑307, enacted on June 26, 1992, amended the 1976 Copyright Act to extend automatically the term of copyrights secured between January 1, 1964, and December 31, 1977, to the further term of 47 years. Although the renewal term is automatically provided, the Copyright Office does not issue a renewal certificate for these works unless a renewal application and fee are received and registered in the Copyright Office.



P.L.102‑307 makes renewal registration optional. There is no need to make the renewal filing in order to extend the original 28‑year copyright term to the full 75 years. However, some benefits accrue from making a renewal registration during the 28th year of the original term.

International Copyright Protection tc "International Copyright Protection " \l 2


There is no such thing as an "international copyright" that will automatically protect an author's writings throughout the entire world. Protection against unauthorized use in a particular country depends, basically, on the national laws of that country. However, most countries do offer protection to foreign works under certain conditions, and these conditions have been greatly simplified by international copyright treaties and conventions.

Copyright Registration tc "Copyright Registration " \l 2


In general, copyright registration is a legal formality intended to make a public record of the basic facts of a particular copyright. However, registration is not a condition of copyright protection. Even though registration is not a requirement for protection, the copyright law provides several inducements or advantages to encourage copyright owners to make registration. Among these advantages are the following: 

· Registration establishes a public record of the copyright claim. 

· Before an infringement suit may be filed in court, registration is necessary for works of U.S. origin and for foreign works not originating in a Berne Union country. 

· If made before or within 5 years of publication, registration will establish prima facie evidence in court of the validity of the copyright and of the facts stated in the certificate. 

· If registration is made within 3 months after publication of the work or prior to an infringement of the work, statutory damages and attorney’s fees will be available to the copyright owner in court actions. Otherwise, only an award of actual damages and profits is available to the copyright owner. 

· Registration allows the owner of the copyright to record the registration with the U.S. Customs Service for protection against the importation of infringing copies.



Registration may be made at any time within the life of the copyright.

Registration Procedures tc "Registration Procedures " \l 2 



To register a work, the following three elements must be sent to:



Library of Congress



Copyright Office 



Register of Copyrights



101 Independence Avenue, S.E. 



Washington, D.C. 20559‑6000 



1.
A properly completed application form;



2.
A nonrefundable filing fee of $20 for each application.

 3.
A nonreturnable deposit of the work being registered. The deposit requirements vary in particular situations.

Effective Date of Registration tc "Effective Date of Registration " \l 2 



A copyright registration is effective on the date the Copyright Office receives all the required elements in acceptable form, regardless of how long it then takes to process the application and mail the certificate of registration. The time the Copyright Office requires to process an application varies, depending on the amount of material the Office is receiving. 



If you apply for copyright registration, you will not receive an acknowledgment that your application has been received (the Office receives more than 600,000 applications annually), but you can expect: 

* 
A letter or a telephone call from a Copyright Office staff member if further information is needed or 

*
A certificate of registration indicating that the work has been registered, or if the application cannot be accepted, a letter explaining why it has been rejected. 

Who May File an Application? tc "Who May File an Application? " \l 2


The following persons are legally entitled to submit an application form: 

· The author. This is either the person who actually created the work or, if the work was made for hire, the employer or other person for whom the work was prepared. 

· The copyright claimant. The copyright claimant is defined in Copyright Office regulations as either the author of the work or a person or organization that has obtained ownership of all the rights under the copyright initially belonging to the author. This category includes a person or organization who has obtained by contract the right to claim legal title to the copyright in an application for copyright registration. 

· The owner of exclusive right(s). Under the law, any of the exclusive rights that go to make up a copyright and any subdivision of them can be transferred and owned separately, even though the transfer may be limited in time or place of effect. The term “copyright owner” with respect to any one of the exclusive rights contained in a copyright refers to the owner of that particular right. Any owner of an exclusive right may apply for registration of a claim in the work. 

· The duly authorized agent of such author, other copyright claimant, or owner of exclusive right(s). Any person authorized to act on behalf of the author, other copyright claimant, or owner of exclusive rights may apply for registration.

Copyright Infringement tc "Copyright Infringement " \l 2


Copyright includes the right to reproduce, distribute, perform, and display protected works.  It also includes the right to prepare derivative works based upon the protected work.  Ordinarily, these rights cannot be exercised by anybody but the copyright owner.  If these rights are exercised without the permission of the copyright owner, the copyright is infringed.



Infringement of written works, artwork, and photographs most frequently occurs when unauthorized copies are made of the protected works.  It doesn’t matter whether you make an unauthorized copy by means of a photocopy machine or by transcribing the work yourself: unauthorized copying equals copyright infringement.  To prove infringement, the plaintiff must show that he owns a work protected by copyright and that copies were made without the owner’s permission.  Frequently, direct evidence of unauthorized copying is unavailable, but if the plaintiff can show the defendant had access to the plaintiff’s work, and that the infringing work is substantially similar to the plaintiff’s work, unauthorized copying can be inferred.  Remedies for copyright infringement include injunctive relief, money damages, and destruction of the infringing works.  If the work was registered at the time the infringement took place, the plaintiff may recover attorneys’ fees and statutory damages.

U. S. COPYRIGHT OFFICE PUBLIC INFORMATION SECTIONANSWERS TO QUESTIONS FREQUENTLY ASKED 
ANSWERS TO QUESTIONS FREQUENTLY ASKED " \l 2

1.
What does copyright protect? 
Copyright, a form of intellectual property law, protects original works of authorship including literary, dramatic, musical, and artistic works such as poetry, novels, movies, songs, computer software and architecture. Copyright does not protect facts, ideas, systems, or methods of operation, although it may protect the way these things are expressed.

2.
When is my work protected? 
Your work is under copyright protection the moment it is created and fixed in a tangible form so that it is perceptible either directly or with the aid of a machine or device. 

3.
What is your telephone number? 
The Public Information Office telephone number is (202) 707‑3000. To order application forms, the number is (202) 707‑9100.

4.
What is your mailing address? 
Our mailing address is Copyright Office, Library of Congress, 101 Independence Avenue, S.E.,Washington, D.C. 20559‑6000. 

5.
What are your visiting address and hours of operation? 

The Copyright Office is located at 101 Independence Avenue, S.E., Washington, D.C., in the James Madison Memorial Building, Room LM‑401, of the Library of Congress. Hours of service are 8:30 a.m. to 5:00 p.m. eastern time, Monday through Friday, except Federal holidays. The nearest Metro stop is Capitol South.

6.
Where can I get application forms? 

You may get forms from the U.S. Copyright Office in person, by mailing in a request, or by calling our 24‑hours‑per‑day forms hotline: (202) 707‑9100. Some public libraries may carry our forms but we do not maintain a list of those libraries. Forms may also be downloaded from our website. 

7.
When will I get my certificate? 
The time the Copyright Office requires to process an application varies, depending on the amount of material the Office is receiving. You may generally expect within approximately 6 months of submission (8 months in the case of Visual Arts claims) a certificate of registration.

8.
Can you provide me with copies of my application and my work? 
Contact the Certifications and Documents Section of the Copyright Office (202) 707‑6787 or see Circular 6 for details. 

9.
How can I obtain copies of someone else's work and/or registration certificate? 
The Copyright Office will not honor a request for a copy of someone else's work without written authorization from the owner or from his or her designated agent if that work is still under copyright protection, unless the work is involved in litigation. Written permission from the copyright owner or a litigation statement is required before copies can be made available. A certificate of registration for any registered work can be obtained for a fee of $8. Circular 6 provides additional information. 

10.
I lost my certificate: Can I get a new one? 
Yes, we can produce additional certificates for a fee of $8. See Circular 6 for details on how to make such a request. 

11.
Do you have a list of songs or movies in the public domain? 
No, we neither compile nor maintain such a list. A search of our records, however, may reveal whether a particular work has fallen into the public domain. We will conduct a search of our records by the title of a work, an author's name, or a claimant's name. The search fee is $20 per hour. You may also search the records in person without paying a fee. 

12.
What is mandatory deposit? 

Copies of all works under copyright protection that have been published in the United States are required to be deposited with the Copyright Office within three months of the date of first publication. See Circular 7d and the Deposit Regulation 96 202.19. 

13.
Do I have to register with your office to be protected? 
No. In general, registration is voluntary. Copyright exists from the moment the work is created. You will have to register, however, if you wish to bring a lawsuit for infringement of a U.S. work. See Circular 1, section Copyright Registration. 

14.
Why should I register my work if copyright protection is automatic? 
Registration is recommended for a number of reasons. Many choose to register their works because they wish to have the facts of their copyright on the public record and have a certificate of registration. Registered works may be eligible for statutory damages and attorney's fees in successful litigation. Finally, if registration occurs within five years of publication, it is considered prima facie evidence in a court of law. See Circular 1, section Copyright Registration and Circular 38b on non‑U.S. works. 

15.
Are you the only place I can go to register a copyright? 

Although copyright application forms may be available in public libraries and some reference books, the U.S. Copyright Office is the only office that can accept applications and issue registrations. 

16.
How do I register my copyright? 
To register a work, you need to submit a completed application form, a non‑refundable filing fee of $20, and a non‑returnable copy or copies of the work to be registered. See Circular 1, section Registration Procedures. 

17.
How long does the registration process take? 
The time the Copyright Office requires to process an application varies, depending on the amount of material the Office is receiving. You may generally expect within approximately 6 months of submission (8 months in the case of Visual Arts claims) a certificate of registration.

18.
What is the registration fee? 
The current filing fee is $20 per application. Generally, each work requires a separate application. See Circular 4. 

19.
Can I make copies of the application form? 
Yes, you can make copies of copyright forms if they meet the following criteria: photocopied back to back and head to head on a single sheet of 8 ½ by 11 inch white paper. In other words, your copy must look just like the original. 

20.
What is a deposit? 
A deposit is usually one copy (if unpublished) or two copies (if published) of the work to be registered for copyright. In certain cases such as works of the visual arts, identifying material such as a photograph may be used instead. See Circular 40a. The deposit is sent with the application and fee and becomes the property of the Library of Congress. 

21.
How can I know if you received my application for registration? 
If you want to know when the Copyright Office receives your material, you should send it by registered or certified mail and request a return receipt from the post office. Allow at least five weeks for the return of your receipt. 

22.
Can I find out what is happening with my registration? 

Copyright registration is effective on the day we receive the appropriate form, copy or copies of the work, and the $20 filing fee. The time the Copyright Office requires to process an application varies, depending on the amount of material the Office is receiving. You may generally expect within approximately 6 months of submission (8 months in the case of Visual Arts claims) a certificate of registration. In the event we need further information, a letter or telephone call from our office, will be received during this time period. We are not able to provide status information for submissions that were received less than six months ago. If it is imperative that you have this information sooner, you may pay the appropriate fees and request that the Certifications and Documents Section conduct an in‑process search. The current in‑process search fee is $20 per hour. 

23.
Do I have to send in my work? Do I get it back? 
Yes, you must send the required copy or copies of the work to be registered. These copies will not be returned. Upon their deposit in the Copyright Office, under sections 407 and 408, all copies, phonorecords, and identifying material, including those deposited in connection with claims that have been refused registration, are the property of the United States Government. 

24.
May I register more than one work on the same application? Where do I list the titles? 

You may register unpublished works as a collection on one application with one title for the entire collection if certain conditions are met. It is not necessary to list the individual titles in your collection, although you may do so by completing a Continuation Sheet. Published works may only be registered as a collection if they were actually first published as a collection and if other requirements have been met.

25.
What is the difference between form PA and form SR? 
These forms are for registering two different types of copyrightable subject matter that may be embodied in a recording. Form PA is used for the registration of music and/or lyrics (as well as other works of the performing arts), even if your song is on a cassette. Form SR is used for registering the performance and production of a particular recording of sounds.

26.
Do I have to renew my copyright? 
No. Works created on or after January 1, 1978, are not subject to renewal registration (see Circular 15). As to works published or registered prior to January 1, 1978, renewal registration is optional after 28 years but does provide certain legal advantages. For information on how to file a renewal application as well as the legal benefit for doing so, see Circular 15 and Circular 15a. 

27.
Can I submit my manuscript on a computer disk? 

No. There are many different software formats and the Copyright Office does not have the equipment to accommodate all of them. Therefore, the Copyright Office still generally requires a printed copy or audio recording of the work for deposit. 

28.
Can I submit a CD‑ROM of my work? 
Yes, you may. The deposit requirement consists of the best edition of the CD‑ROM package of any work, including the accompanying operating software, instruction manual and a printed version, if included in the package. 

29.
How do I protect my recipe? 
A mere listing of ingredients is not protected under copyright law. However, where a recipe or formula is accompanied by substantial literary expression in the form of an explanation or directions, or when there is a collection of recipes as in a cookbook, there may be a basis for copyright protection.

30.
Does copyright now protect architecture? 

Yes. Architectural works became subject to copyright protection on December 1, 1990. The copyright law defines "architectural work" as "the design of a building embodied in any tangible medium of expression, including a building, architectural plans, or drawings." Copyright protection extends to any architectural work created on or after December 1, 1990, and any architectural work that on December 1, 1990, was unconstructed and embodied in unpublished plans or drawings. Architectural works embodied in buildings constructed prior to December 1, 1990, are not eligible for copyright protection. 

31.
Can I register a diary I found in my grandmother's attic? 

You can register copyright in the diary only if you are the transferee (by will, by inheritance). Copyright is the right of the author of the work or the author's heirs or assignees, not of the one who only owns or possesses the physical work itself.

32.
Do you have special mailing requirements? 
Our only requirement is that all three elements, the application, the copy or copies of the work, and the $20 filing fee, be sent in the same package. Many people send their material to us by certified mail, with a return receipt request, but this is not necessary. 

33.
Can foreigners register their works in the U.S.? 
Any work that is protected by U.S. copyright law can be registered. This includes many works of foreign origin. All works that are unpublished, regardless of the nationality of the author, are protected in the United States. Works that are first published in the United States or in a country with which we have a copyright treaty or that are created by a citizen or domiciliary of a country with which we have a copyright treaty are also protected and may therefore be registered with the U.S. Copyright Office.

34.
Who is an author? 
Under the copyright law, the creator of the original expression in a work is its author. The author is also the owner of copyright unless there is a written agreement by which the author assigns the copyright to another person or entity, such as a publisher. In cases of works made for hire (see Circular 9), the employer or commissioning party is considered to be the author. 

35.
What is a work made for hire? 
Although the general rule is that the person who creates the work is its author, there is an exception to that principle; the exception is a work made for hire, which is a work prepared by an employee within the scope of his or her employment; or a work specially ordered or commissioned in certain specified circumstances. When a work qualifies as a work made for hire, the employer or commissioning party is considered to be the author.

36.
Can a minor claim copyright? 
Minors may claim copyright, and the Copyright Office does issue registrations to minors, but state laws may regulate the business dealings involving copyrights owned by minors. For information on relevant state laws, consult an attorney. 

37.
Do I have to use my real name on the form? Can I use a stage name or a pen name? 
There is no legal requirement that the author be identified by his or her real name on the application form.  If filing under a fictitious name, check the "Pseudonymous" box at space 2.

38.
What is publication? 
Publication has a very technical meaning in copyright law. According to the statute, "Publication is the distribution of copies or phonorecords of a work to the public by sale or other transfer of ownership, or by rental, lease, or lending. The offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance, or public display constitutes publication. A public performance or display of a work does not of itself constitute publication." Generally, publication occurs on the date on which copies of the work are first made available to the public.

39.
Does my work have to be published to be protected? 
Publication is not necessary for copyright protection. 

40.
How do I get my work published? 
Publication occurs at the discretion and initiative of the copyright owner. The Copyright Office has no role in the publication process. 

41.
Are copyrights transferable? 
Yes. Like any other property, all or part of the rights in a work may be transferred by the owner to another.

42.
Do you have any forms for transfer of copyrights? 
There are no forms provided by the Copyright Office to effect a copyright transfer. The Office does, however, keep records of transfers if they are submitted to us. If you have executed a transfer and wish to record it, the Copyright Office can provide a Document Cover Sheet, which can help to expedite the processing of the recordation.

43.
Can I copyright the name of my band?

 
No. Names are not protected by copyright law. Some names may be protected under trademark law. Contact the U.S. Patent & Trademark Office, (800) 786‑9199, for further information. 

44.
How do I copyright a name, title, slogan or logo? 
Copyright does not protect names, titles, slogans, or short phrases. In some cases, these things may be protected as trademarks. Contact the U.S. Patent & Trademark Office at (800) 786‑9199 for further information. However, copyright protection may be available for logo art work that contains sufficient authorship. In some circumstances, an artistic logo may also be protected as a trademark. 

45.
How do I protect my idea? 
Copyright does not protect ideas, concepts, systems, or methods of doing something. You may express your ideas in writing or drawings and claim copyright in your description, but be aware that copyright will not protect the idea itself as revealed in your written or artistic work. 

46.
How long does copyright last? 
Under the current copyright law, the duration of copyright is generally the life of the author plus 50 years. Before 1978, the duration of copyright was 28 years plus a renewal term of 47 years, and this term still applies to some pre‑1978 works. Even for new works, however, there are some variables, as in the case of works made for hire.

47.
How much of someone else's work may I use without getting permission? 
Under the fair use doctrine of the U.S. copyright statute, it is permissible to use limited portions of a work including quotes, for purposes such as commentary, criticism, news reporting, and scholarly reports. There are no legal rules permitting the use of specific number of words counts, a certain number of musical notes, or percentages of a work. Whether a particular use qualifies as fair use depends on all the circumstances.

48.
How much do I have to change in my own work to make a new claim of copyright? 

You may make a new claim in your work if the changes are substantial and creative ‑‑ something more than just editorial changes or minor changes. This would qualify it as a new, derivative work. For instance, simply making spelling corrections throughout a work does not warrant a new registration: Adding an additional chapter would.

49.
How much do I have to change in order to claim copyright in someone else's work? 
Only the owner of copyright in a work has the right to prepare, or to authorize someone else to create, a new version of that work. Accordingly, you cannot claim copyright, no matter how much you change it, unless you have the owner's consent.

50.
How do I get my work into the Library of Congress? 
Copies of works deposited for copyright registration or in fulfillment of the mandatory deposit requirement are available to the Library of Congress for its collections. The Library reserves the right to select or reject any published work for its permanent collections based on the research needs of Congress, the nation's scholars, and of the nation's libraries. If you would like further information on the Library's selection policies, you may contact: Library of Congress, Collections Policy Office, 101 Independence Avenue, S.E., Washington, D.C. 20540. 

51.
What is a Library of Congress number? 
The Library of Congress Card Catalog Number is assigned by the Library at its discretion to assist librarians in acquiring and cataloging works. For further information call the Cataloging in Publication Division at (202) 707‑6345. 

52.
What is an ISBN number? 
The International Standard Book Number is administered by the R. R. Bowker Company (908) 665‑6770. The ISBN is a numerical identifier intended to assist the international community in identifying and ordering certain publications. 

53.
What is a copyright notice? How do I put a copyright notice on my work? 
A copyright notice is an identifier placed on copies of the work to inform the world of copyright ownership. While use of a copyright notice was once required as a condition of copyright protection, it is now optional. Use of the notice is the responsibility of the copyright owner and does not require advance permission from, or registration with, the Copyright Office. See Circular 1, Notice of Copyright for requirements for works published before March 1, 1989 and for more information on the form and position of the copyright notice. 

54.
How do I collect royalties? 
The collection of royalties is usually a matter of private arrangements between an author and publisher or other users of the author's work. The Copyright Office plays no role in the execution of contractual terms or business practices. There are performing societies and other collective right societies that distribute royalties for their members. 

55.
Somebody infringed my copyright. What can I do? 
A party may seek to protect his or her copyrights against unauthorized use by filing a civil lawsuit in Federal district court. If you believe that your copyright has been infringed, consult an attorney. In cases of willful infringement for profit, the U.S. Attorney may initiate a criminal investigation. 

56.
Is my copyright good in other countries? 
The United States has copyright relations with more than 100 countries throughout the world, and as a result of these agreements, we honor each other's citizens' copyrights. However, the United States does not have such copyright relationships with every country. For a listing of countries and the nature of their copyright relations with the United States, see Circular 38a, International Copyright Relations of the United States . 

57.
How do I get on your mailing list? 
The Copyright Office does not maintain a mailing list. The Copyright Office sends periodic e‑mail messages via NewsNet, a free electronic mailing list.  Important announcements and new or changed regulations and the like are published in the Federal Register. Most will also appear on the Copyright Office website on the Internet. 

58.
How do I protect my sighting of Elvis? 
Copyright law does not protect sightings. However, copyright law will protect your photo (or other depiction) of your sighting of Elvis. Just send it to us with a form VA application and the $20 filing fee. No one can lawfully use your photo of your sighting, although someone else may file his own photo of his sighting. Copyright law protects the original photograph, not the subject of the photograph. 

59.
How do I get permission to use somebody else's work? 

You can ask for it. If you know who the copyright owner is, you may contact the owner directly. If you are not certain about the ownership or have other related questions, you may wish to request that the Copyright Office conduct a search of its records for a fee of $20 per hour.

60.
Could I be sued for using somebody else's work? How about quotes or samples? 
If you use a copyrighted work without authorization, the owner may be entitled to bring an infringement action against you. There are circumstances under the fair use doctrine where a quote or a sample may be used without permission. However, in cases of doubt, the Copyright Office recommends that permission be obtained. 

COMPUTERS AND INTELLECTUAL PROPERTY ISSUEStc "COMPUTERS AND INTELLECTUAL PROPERTY ISSUES"


The computer age, and the Internet in particular, has spawned a number of interesting and sometimes difficult intellectual property issues.  The law is struggling to keep pace with technology.  Listed below are some of the current “hot button” intellectual property issues relating to computers.







Trademarks
· Internet Domain Name Disputes

· Domain Name Assignments

· Linking

· Framing

· Meta-tagging

· Jurisdiction over infringers

· Gripe sites/fan sites


Copyrights

The Internet–copying made easy

· Software development

· Web site development

· Software modifications (including Y2K fixes)

· Copyright audits by third parties


Patents
· Huge increase in software patent applications

· Questions persist about enforceability
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